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UNITED STATES CIRCUIT COURT OF APPEALS 
i THe Great ATLANTIC & PactFic TEA CoMPANY v. CREAM OF 
WHEAT COMPANY 
Second Circuit, November 10, 1915 
TRADE-MARKS—MONOPOILY—MAINTENANCE. 

The manufacturer of a trade-marked article, whose business is 
not a monopoly, except in so far as the right to use the trade-mark 
is concerned, may select his customers and fix his prices without dicta- 
tion from outside sources. 

} : : 
. On appeal from an order of the district court, southern 
district of New York, denying an injunction. Affirmed. 

For the opinion of the court below, see Trade-Mark Re- 

porter, vol. 5, p. 339. 
Griggs, Baldwin & Baldwin, of New York City, (Martin 


Conboy, Joseph F. Collins and Frank A. Clary, all of New York 
City, of counsel), for plaintiff-appellant. 

Joseph J. Baker, of New York City, (Rome G. Brown, of 
Minneapolis, Minn., of counsel), for defendant-appellee. 


LacoMBE, C. J.—Briefly summarized the facts are these. 
In the production of wheat flour from wheat, there is a sort 
of by-product, known as “purified middlings.” It is produced 
by every flouring mill in the United States engaged in the manu- 
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facture of wheat flour; it is a staple commodity regularly quoted 
and dealt in in all grain markets. Defendant buys “purified mid- 
dlings”’ selecting such as it thinks grade high in quality. Without 
submitting them to any process or treatment, without adding any- 
thing to them, it puts up the middlings which it selects in pack- 
ages and offers its selection to the trade under the name, “Cream 
of Wheat.” That name identifies packages containing middlings 
of defendant's selection and it has protected its trade-name for 
such selection by a copyright covering the carton in which the 
cereal is packed. Either because it has used good judgment in 
iis selection, or because it has well-advertised its trade-mark, it 
finds a ready market for its packages. Its particular selection, 
however, amounts to less than one per cent of the total purified 
middlings bought and sold in this country. 

\With an exception which will be referred to later, defendant 
inakes no sales to consumers or to retailers, but confines its 
sales exclusively to wholesalers, to whom it charges two prices, 
£395 per case in car-loads lots and $4.10 per case in less than 
car-load lots. ‘To each purchaser from it, it sends a circular 
requesting such purchaser to sell to the retail trade only at a 
price of $4.50 per case; adding to this request the statement that 
it does not intend to waive the right to refuse at any time to 
supply any dealer who shall fail to comply with any request 
made by it, the infringement of which defendant may deem 
prejudicial to the interests of fhe consumer, to defendant’s own 
business, or to the trade at large. Complainant contends that 
defendant’s course of conduct is a violation of the Sherman 
Anti-Trust Act, and that under the recent Clayton Act this suit 
may be instituted and maintained by complainant. 

That branch of the case has been most elaborately argued; 
it was discussed by the District Judge. We do not find it 
necessary to go into it, as we are satisfied that’ complainant 
is not entitled to the relief now asked for. 

As was stated before, defendant has elected not to sell to 
consumers or retailers, but to confine its sales exclusively to 
wholesalers. There is nothing unusual about such a course of 
business, and certainly it is no offense against common law, 
statutes, public policy or good morals for a trader to confine 
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his sales to persons who will buy from him in large quantities. 
A “wholesaler” is one who buys in comparatively large quantities 
and who sells, usually in smaller quantities, but never to the 
ultimate consumer of an individual unit. He sells either to a 
“jobber” (a sort of middleman) or to a “retailer,” the latter 
being the one who sells to the consumer. The “large’’ quantities 
bought by the wholesaler may vary greatly—from a fraction 
of a car-load to many car-loads; the character, not of his buying 
but of his selling marks him as a wholesaler. If occasionally, 
in some particular business, this term loses somewhat of its 
original significance, such manifestly, as the record shows, 1s 
not the fact with the business now under consideration. 

Upon the proof and the admissions in the record this com- 
plainant is not a wholesaler, but a retailer; it does not confine 
its sales to retailers, but sells to countless consumers, a package at 
a time for twelve cents. 

Defendant, as we have seen, in the conduct of its business 
decided and made announcement to the trade that, for reasons 
sufficient to itself, it would sell only to wholesalers. Why if it 
chose to do so it could not make such a rule and adhere to it, 
we are at a loss to understand. It named the prices at which 
it would sell to wholesalers, so much in car-load lots, so much 
in less than car-load lots. That certainly it had a right to do; 
the Clayton Act itself expressly recognizes the existence of this 
right. Under the rule which defendant had legitimately estab- 
lished for the conduct of its own business, complainant could 
not buy from it, because complainant was a retailer. Neverthe- 
less, for a time, defendant made an exception to its rule and 
sold to complainant, under some arrangement, which, as defend- 
ant thought, would not make the wholesalers with whom it dealt 
critical of the exception. On a certain day defendant decided 
that it would no longer sell to this retailer at all, and since then 
it has not sold to complainant. There was no contract between 
the two which bound defendant to sell to complainant for any 
specified period of time. This suit is really brought to force 
defendant to continue to sell to this single retailer, as it sells 
to the wholesalers who trade with it. Much has been said 
about the reason why defendant ceased to treat complainant as 
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an exception to its rule; failure of the latter to live up to some 
arrangement, etc., etc. All that seems to be wholly immaterial. 
The business of defendant is not a monopoly, or even a quasi 
) monopoly. Really it is selling purified wheat middlings and its 
. whole business covers only about one per cent of that product. 
It makes its own selection of what by-products of the milling 
process it will put up and sells what it puts up under marks 
which tell the purchaser that these middlings are its own selection. 
| It is open to Brown, Jones and Robinson to make their selections 
out of the other ninety-nine per cent of purified middlings and 
put them up and sell them; possibly one or more of them may 
prove to be better selectors than defendant, or may persuade 


the public that they are. It is difficult to see how into such a 
business as that any novel and exceptional rule of law is to be 
imported. We had supposed that it was elementary law that 
/ a trader could buy from whom he pleased and sell to whom he 

pleased and that his selection of seller and buyer was wholly his 

own concern. “It is a part of a man’s civil rights that he be 
at liberty to refuse business relations with any person whom- 
) soever, whether the refusal rests upon reason, or is the result 
; of whim, caprice, prejudice or malice” (Cooley on Torts, p. 278. 
See also our own opinion in Greater New York Film Company 
v. Biograph Company, 203 Fed. Rep., 39). Before the Sherman 
Act it was the law that a trader might reject the offer of a pro- 
posing buyer, for any reason that appealed to him ;—it might 
be because he did not like the other’s business methods, or be- 
cause he had some personal difference with him, political, racial 
or social. That was purely his own affair, with which nobody 
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else had any concern. Neither the Sherman act, nor any decision 
of the supreme court construing the same, nor the Clayton act 
has changed the law in this particular. We have not yet reached 
the stage, where the selection of a trader’s customers is made 
for him by the government. 

The order is affirmed. 
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UNITED STATES DISTRICT COURT 


Unitep Lace & Braip MANUFACTURING Co. v. BARTHELS MAN- 
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UFACTURING Co. 
(221 Fed. Rep., 456.) 
Eastern District of New York, February 9, 1915 


TRADE-MARKS—DESCRIPTIVE WorbDs. 

A trade-mark may be any svmbol or form of words; but since 
its office is to point out distinctly the origin or ownership of the ar- 
ticles to which it is affixed, it follows that no sign or form of words 
can be appropriated as a valid trade-mark which, from the nature of 
the facts conveyed by its primary meaning, others may employ with 
equal truth and with equal right for the same purpose. 

TRADE-M ARKS—INFRINGEMENT—INJUNCTION. 

Where, however, the trade-mark adopted is a word never in use 
before and meaningless, except as indicating by whom the goods, in 
connection with which it is used, were made, there can be no conceiv- 
able or legitimate use of it by another person, and proof of such ap- 
propriation entitles the aggrieved party to an injunction. 

TRADE- MARKS—SECONDARY MEANING OF A WordD—UNFAIR COMPETITION. 

A word may acquire in trade a secondary signification, differing 
from its primary meaning, and if it is used with persons in the trade 
who will understand it, and be expected to understand it in its 
secondary sense, it will be none the less a falsehood, although in its 
primary sense, it will be true. Such circumstances must be made out 
as will show wrongful intent in fact, or justify that inference from 
the inevitable consequences of the act complained of, in order to en- 
title the aggrieved party to relief against unfair competition. 
TRADE-M ARKS—I MITATION—I NFRINGEMENT. 

The unregistered trade-mark “Beaded” is infringed by the use of 
the words “Nubded” and “Nu-B-Ded” on similar articles, the use of the 
prefix “Nu” or “New,” not avoiding the infringement. 

TRADE-M ARKS—V ALIDITY—DESCRIPTIVE Worps, 

The term “Beaded,” although suggestive. is not descriptive of a 
metal tip on shoe laces which does not resemble a string of beads and 
which is properly described as corrugated or crimped. 
Trape-Marks—Use or Moret THAN ONE. 

A person is not netessarily limited to the use of one trade-mark, 
even on the same article. 

TrApDE-M ARKS—INERINGEMENT. 

A name having a two-fold significance, one generic and the other 
pointing to the origin of manufacture, cannot be availed of by another 
without clearly indicating that the product is his, since it is obvious 
that the right to use this name because of its generic signification would 
carry with it the power to destroy the goodwill built up by the original 
appropriator with whose goods it has become associated. 

UNFatR CoMPETITION—SIMULATION OF Worp—DrESSING oF GooDs. 

Defendant who manufactures a cheaper and inferior article than 
the plaintiff imposed upon the patent office in securing registration of 
the apparently meaningless word “Nubded” and subsequently used 
the word “Nu-B-Ded” in spite of the fact that through continuous 
use by the plaintiff, the suggestive but not descriptive word “Beaded” 
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had acquired a secondary meaning when applied to a similar article. 
Defendant used a white label with gold lettering; plaintiff a gold label 
with white lettering. Held, that the defendant was guilty of unfair 
competition. 


In Equity. On final hearing. Decree for complainant. 


See also, Reporter, vol. 4, p. 455; vol. 5, p. 301. 


The evidence shows that the compan: complainant has been continu 
ously engaged since its incorporation in 1905 in the sale of shoe laces 
of suverior quality. A distinctive feature of its laces from the outset was 
a metal tip, whereby, pursuant to letters natent No. 722,902, dated March 
17, 1903, “a portion of the sheet metal of the tip is forced inward from 
the opposite sides to lock the same to the lace at points offset to one side 
and not opposite to each other,” thereby securing it firmly on the lace. 
From the beginning the complainant has used the trade-mark or name 
“Beaded,” or “Beaded Tip,” to distinguish its product, using such desig- 
nation on its labels and in advertising. By the expenditure of more than 
$100 000 in advertising it has built up a large business. 

The defendant company is an offshoot of a shoe lace business founded 
by Philip Barthels at Barmen, Germany, more than 80 years ago. A 
branch of the business established in Brooklyn many years ago, was in 
corporated in 1903, and has carried on a large business. At or about the 
time that the complainant entered the trade in 1905, the defendant made 
and sold a lace with a metal tin, which differed from the complainant’s 
tip in that it was a plain, smooth, tapering tip. secured to the lace by two 
or three indentations or crimps in the metal at the top of the tip. In 
appearance it bore little resemblance to, and was readily distinguishable 
from, the complainant’s tip. In 1912, however, the defendant put on the 
market a new lace tin, made in accordance with the specification of a pat- 
ent application filed by one Wiberley. assignor to the defendant, on 
March 7, 1912, upon which a patent was granted in 1914. This new tip was 
made by tightly rolling and compressing about the end of the lace a 
sheet of corrugated material “having its longitudinal edges overlapping and 
the corrugations thereof interlocking with each other and thereby ex- 
tending continuously circumferentially of the tip.” The validity of this 
patent is not in issue in this suit. Prima facie both complainant and 
defendant are making their respective tips, not only rightfully, but in 
virtue of a patent grant. The material consideration for the present pur 
pose is the fact that the new tip thus put on the market by the defendant 
in I9I12 is substantially identical in appearance with the complainant’s 
tip. 

The defendant at first used the mark or name “Nubeaded” on its new 
product. On July 20, 1912, it applied to the Patent Office for registration 
of the name “Nubded” as a trade-mark for its laces, and upon its repre- 
sentation that such trade-mark had been continuously used by it in its 
business since July 1, 1912, and that no other person or corporation had 
the right to use it, either in the identical form or in any such near re- 
semblance thereto as might be calculated to deceive, registration was 
granted on December 209, 1912. The mark “Nubded,” as it appears 
in its unhyphenated form in the registration, was) however, never used 
by the defendant on its laces. Some box labels were printed on which 
the mark appeared in that form, and these were used on the outside 
of boxes containing laces, evidently for the sole purpose of comply- 
ing with the letter of the statute and securing registration. The labels 
on the laces inside such boxes bore the word or mark in hyphenated form, 
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thus: “Nu-B-Ded.” No labels with the word “Nubded” were printed after 
the registration; thereafter both laces and boxes were marked “Uu-B- 
Ded,” in association with the words “Reg. U. S. Pat. Off.” 

On December 7, 1912, the complainant applied to the Patent Office for 
registration of its mark “Beaded,” but registration was refused on the 
grounds that it was descriptive of character or quality and because of 
the defendant’s prior registration of “Nubded.” The applicant’s subse- 
quent request for an interference with the Barthels registration was 
refused, in view of the examiner’s conclusion that the mark was not regis- 
trable. Thereupon the complainant instituted a proceeding for the can- 
cellation of the defendant’s registration. After a final hearing in the 
proceeding on March 3, 1914, the examiner of interferences adjudged on 
May 15, 1914, that the registration should be canceled. The decision was 
put on the ground that by applying for and securing registration of the 
apparently meaningless word “Nubded” the defendant had imposed upon 
the patent office. This determination was affirmed on appeal by both the 
commissioner of patents (Reporter, vol. 4, p. 455) and the court of ap- 
peals of the District of Columbia. (Reporter, vol. 5, p. 301.) 

Littlefield & Littlefield, of New York City, (Eugene A. 
Kingman and Eliot G. Parkhurst, both of Providence, R. I., of 
counsel), for complainant. 

Wingate & Cullen, of New York City, (Arthur von Briesen 
and T. Ellett Hodgskin, both of New York City, of counsel), 
for defendant. 


VEEDER, District Judge:—This is a suit for infringement of 
an unregistered trade-mark and for unfair competition. In trade- 
mark and unfair competition cases alike we have to do with 
the indicia of ownership, and the fundamental principle under- 
lying both is that no person may pass off his goods as and for 
the goods of another and thereby work a fraud upon the public 
and upon his rival in trade. 

A trade-mark is a distinctive mark of authenticity through 
which the products of a particular manufacturer may be dis- 
tinguished from others. It may be any symbol or form of 
words ; but, since its office is to point out distinctively the origin 
or ownership of the articles to which it is affixed, it follows 
that no sign or form of words can be appropriated as a valid 
trade-mark which, from the nature of the fact conveyed by its 
primary meaning, others may employ with equal truth and 
with equal right for the same purpose. Hence words which are 
merely descriptive of the character or quality of the product 
cannot be exclusively appropriated as a trade-mark. Where, 
however, the trade-mark adopted is a word never in use before, 
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and meaningless except as indicating by whom the goods in con- 
nection with which it is used were made, there can be no con- 
ceivable legitimate use of it by another person. His only object 
in employing it in connection with his goods must be to deceive. 
In such circumstances, therefore, mere proof that the trade- 
mark of one manufacturer has been thus appropriated by an- 
other suffices to bring the case within the rule of prohibition 
and entitles the person aggrieved to an injunction. 

But there are other cases which fall equally within the 
general rule where the mere use of the particular mdrk which 
has been empolyed by another would not of itself necessarily 
indicate that the person so using it was thereby inducing pur- 
chasers to believe that the goods he was selling were the goods 
of another. Words forming part of the common stock of lan- 
guage may become so far associated with the goods of the par- 
ticular maker that it is capable of proof that the use of them 
by another, without explanation or qualification, would deceive 
a purchaser. A word may acquire in trade a secondary sig- 
nification, differing from its primary meaning, and if it is used 
to persons in the trade who will understand it, and be known 
and intended to understand it, in its secondary sense, it will be 
none the less a falsehood, although in its primary sense it may 
be true. One who uses language which will convey to persons 
reading or hearing it a particular idea which is false, knowing 
and intending this to be the case, is not to be absolved from a 
charge of falsehood because in another sense, which will not 
be conveyed and is not intended to be conveyed, it is true. In 
such a case, however, mere proof of the use by another of such 
mark or word will not of itself entitle the complainant to relief, 
for this would be to give to the word full effect as a trade- 
mark while denying its validity as such. The complainant must 
prove, further, that the defendant used it under such circum- 
stances or in such a manner as to pass off his goods as the goods 
of the complainant. Such circumstances must be made out as 
will show wrongful intent in fact, or justify that inference from 
the inevitable consequences of the act complained of. When 
this is done, relief against unfair competition will be awarded 
by requiring the use of the mark by another to be confined 
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to its primary sense by such limitations as will prevent misap- 
prehension upon the question of origin. 

In this case the evidence shows beyond peradventure that 
the complainant was the originator of the term “Beaded” as 
applied to shoe lace tips, and that it had used the term as a 
trade-mark continously from its entrance into the trade in 1905. 
Such use was, moreover, exclusive until the defendant also 
adopted it in 1912. It is equally clear that the defendant’s mark, 
however spelled or hyphenated, is a mere colorable imitation 
of the mark known by the defendant to have been appropriated 
and continuously used by the complainant. The prefix “new” 
does not avoid infringement. (Royal Baking Powder Co. v. 
Royal, 122 Fed., 337; 58 C. C. A., 499; Janney v. Pan-Coast 
Ventilator & Mfg Co. [C. C.] 128 Fed., 121.) Unless, there- 
fore, the word is of such a nature that it is not capable of ap 
propriation as a trade-mark, it follows that the complainant 
has established the right to its exclusive use. The defendant 
asserts that it is incapable of appropriation because it is merely 
descriptive of the article. This was also the view of the patent 
office upon the complainant’s application for registration. “Reg- 
istration of the word ‘Beaded’ is refused,” said the examiner 
“as it describes the character or quality of the braid on which 
the mark is used. It indicates that the ‘braid’ 1s ornamented 
with beads.” 

This view seems to me to be untenable. The term “beaded” 
is not properly descriptive of the complainant’s tip, which does 
not really resemble a string of beads, and is so made for pur- 
poses of utility, not for ornament. It is properly described as 
corrugated or crimped. This is conclusively shown as a fact 
by the evidence. In the prior patent to Hall for a similar tip 
(No. 733,837. of 1903) it is thus described. It is so described 
throughout the specification of the defendant’s Wiberley patent, 
as well as in the complainant’s Richardson patent. Prior to its 
adoption by the complainant, nobody had ever described similar 
tips by this term. Moreover, the manner in which it has been 
used by the complainant shows that it is used as a trade-mark, 
not as a description. The defendant's president admitted on 
the stand that he adopted “Nubeaded” as a “catchy” name. 
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The utmost that can be said is that the term “beaded,” as 
applied to these tips, is somewhat suggestive in their appearance. 
In other words, it is used figuratively. This, however, is not 
enough to take it out of the range of lawful appropriation as 
a trade-mark. Every good trade-mark is suggestive; once seen 
or heard, its association with the product is readily fixed in the 
mind. If there were no association of ideas between the two, 
it would require an independent effort of memory to recall the 
connection. It is not necessary to the validity of a trade-name 
that it should be utterly devoid of aptitude. It is enough that 
it, leaves open to every one all words that are really descriptive. 

It is true that the issue is somewhat complicated by the fact 
that the complainant used for a time on some of its labels an- 
other trade-mark: “’T-I-P.” But this mark was not featured 
in the complainant’s advertising, and the “Beaded” mark was 
always used in connection with it. A person is not necessarily 
limited to one mark, even on the same article. (Capewell Horse 
Nail Co. v. Mooney [C. C.]167 Fed., 575, 588.) The complain- 
ant (as well as the defendant) also occasionally used labels 
designed to suit the taste of particular customers, in which words 
descriptive of quality were most prominently featured; but, 
in such cases, also, whatever the other wording, the “Beaded” 
tip mark was invariably added by the complainant. 

Although my conclusion is, therefore, that the complainant 
is entitled to an injunction to restrain the infringement of its 
valid trade-mark, it appears to me to be equally plain that the 
complainant has made out a case of unfair competition. There 
can be no doubt whatever that “Beaded” tip laces had come to 
mean the complainant’s laces in the trade. If, therefore, the 
word were descriptive in its primary signification, it has acquired 
a well-recognized secondary meaning through its use by the 
complainant. If a name having a two-fold significance, one 
generic and the other pointing to the origin of manufacture, 
could be availed of by another without clearly indicating that 
the product was his, it is obvious that the right to use the name 
because of its generic signification would carry with it the power 
to destroy the good will built up by the original appropriator, 
with whose goods it had become associated. Such is not the 
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law. When the secondary meaning is established, the right to 
use the name is primarily vested in the original appropriator. 
Others may not use it at all, unless accompanied by such an 
explanation as will neutralize an otherwise false impression. 

The evidence leaves no doubt in my mind of a deliberate 
intent by the defendant to appropriate the fruits of the complain- 
ant’s advertising. If the name in question can be said to be de- 
scriptive in any true sense, it is certainly not a necessary descrip- 
tion for any honest purpose. The defendant never used the word 
descriptively, but always as a trade-name. The defendant’s 1m- 
position upon the patent office in securing registration of the 
apparently meaningless word ‘‘Nubded” and its subsequent 
use of the word “Nu-B-Ded” in association with the state 
ment that it was registered, plainly indicate its purpose. On 
many of its “Nu-B-Ded” laces the defendant used a_ white 
label with gold lettering, while the complainant commonly used 
a gold background with white lettering. Prior to the filing of 
this suit the complainant made laces of a superior quality only, 
while the defendant makes many grades inferior in quality and 
cheaper in price than the complainant’s laces. It appears to 
me idle for the defendant to argue that it is against the public 
interest to permit of the monopoly of a descriptive name, when 
the inevitable effect of allowing its use in the manner and for 
the purpose sought to be restrained will be the deception of 
the public and the filching of the complainant’s trade. 

Decree for the complainant in accordance with the prayer 
of the complaint. 


(22° Fed Rep., O53. ) 


Eastern District of Pennsylvania, August 16, 1915 


1. INFRINGEMENT AND UNFAIR Com ON—ACCOUNTIN( sor L 
BILITY 
Unfair competition 1s trespass upon the rights of the injured 
party and gives rise to a course of action, in fact, for which damages 
~ be recovered and an injunction awarded equity. Infringe- 
ment of trade-mark is deprivation of property and compensation 
therefor is obtained in an accounting for the profits derived from its 


rongful use. 
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2. AccoUNTING—Duty oF MASTER. 

When a petition to modify a decree entered for trade-mark in- 
fringement and unfair competition has been sent to a master before 
whom an accounting in the suit is pending, the master should inquire 
into the facts on which the petition is based, and make an interlocutory 
decree thereon, or else find separately the amount to which the plain 
tiff is entitled in case the petition is granted and in case it is denied. 

3. DAMAGES—MATTER OF COMPUTING. 

Where it is found the defendant is liable only for unfair com 
petition, it is for the master to determine whether the computation of 
the amount of such liability requires an accounting of the defendant's 
profits. 

4. ACCOUNTING—FORM oF DEFENDANT’S ACCOUNT. 

The account which a defendant under Rule 63 of the rules of 
equity practice is required to submit before the master should be in 
the form of debtor and creditor showing moneys received and dis 
bursed. It need not contain the names and addresses of customers. 

In Equity. On questions certified by master. Recommitted 

with instructions. 


Oswald M. Milligan, of Philadelphia, Pa., and Gants & 
Tucker, of New York City, for plaintiff. 
Fenton & Blount, of Philadelphia, Pa., for defendants. 


DickINsoN, District Judge—This case presents unusual 
features. Some of them relate to questions which have been 
already passed upon and should be regarded as eliminated, 
except so far as they may be still included among those which 
may be raised on exceptions to the master’s report when it comes 
to be filed. Others of them may be regarded as still in the case 
to be determined. <A short outline statement of certain record 
facts may serve to separate the ins from the outs, and enable 
one to state the governing principles applicable to each. 

The plaintiff filed its bill of complaint August 12, 1913, 
averring both a common-law and a statutory proprietary right 
in a trade-mark known as the “Gem,” and charging both unfair 
trade and an infringement of its proprietary exclusive privilege, 
and praying for an injunction and the awarding of damages and 
profits. On October 6, 1913, a preliminary injunction issued. 
The cause then proceeded to trial, and defendants, through their 
counsel, admitted both the trespass and the infringement. 
Thereupon the cause further proceeded to the entry of a decree 
adjudicating these facts, and thus far the rights of the parties 
by making permanent the injunction and referring the cause 
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to have found whether an account of profits should be taken. 
This was on January 22, 1914. An accounting was found to 
be called for. A reference then followed to have determined 
“what sum” the plaintiff should recover. Subsequently there 
came to the defendants information of facts which were in 
lethal conflict with the claims of right set up by the bill of com- 
plaint. This information was that the claim of a common-law 
trade-mark had been adjudicated against the plaintiff, and reg- 
istration of the trade-mark, upon which its statutory right de- 
pended, had been denied it. These new aspects of the case were 
presented to the court in the form of an application to have the 
decree of January 22, 1914, vacated. This relief was denied 
by the court. The grievance was re-presented in the form of a 
motion to open the decree which had first been made. This 
motion was likewise dismissed. The appeal for relief was then 
renewed under the guise of a petition to have the existing decree 
modified. No definite action was taken upon this by the court 
beyond sending it to the master by the order of July 3, 1914 

Recurring now to the proceedings before the master, we 
have this record: The defendants presented evidence of the facts 
upon which the prayer of their petition was based. They also 
presented what they characterize as an account of their dealings 
in the device to which the dispute between the parties relates. 
This was not acceptable to the plaintiff as the account to which 
it claims to be entitled. The master upheld the views of the 
plaintiff, and by his order indicated that the defendants, in ad- 
dition to the purely accounting features of the statement, should 
incorporate in it a list of the names (with addresses) of the 
customers to whom the clips had been sold, as well as details 
of production cost, and the facts relating to the credits claimed 
in the account. The defendants have not complied with this 
order, and the question of being in contempt has arisen. 

It will be observed that the undisposed-of petition leaves in 
the case, undisturbed by any prayer for relief, the finding of un- 
fair competition. The part of the finding which the court is 
asked to modify is the part of the decree which is based upon 
the proprietary right. This prelude brings us to a formulation 
of the principles by which the action of the court should be 
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guided and controlled. This further first calls for an analysis 
of the situation to which these principles are applicable. Every 
one has the right to pursue his business or calling free from 
unlawful interference by others. To him also belongs the right 
to the possession and use of his property. Each is a right, but 


the latter only can be properly said to be a right of property. 
If the former is interfered with by the unfair competition, which 
is here charged, the wrong is a tort, redress for which 1s afforded 


through legal forms by an action for damages and through 
chancery forms by the added remedy of a restraining order. 
The basis of the complaint is the tortious conduct of the de- 
fendant, and of the remedy compensation for the damage done, 
as well as protection against further damage. If the owner is 
deprived of his property, he may establish his right and have the 
property restored to him, together with the profits, which are 
also his, received therefrom, for which the defendant must ac- 
count. To the owner, it is true, belongs the further right to 
an undisturbed possession and use of that which is his, so that a 
deprivation of the right of property may involve a tortious act, 
and there is also at times included in the term ‘‘damages” the 
punitive or vindicatory, as well as the compensatory, thought 
None the less there is the indicated essential difference in the two 
things. 

Viewing the present case in the light of this distinction it 
is clear that the court cannot proceed to a final award without 
first finding whether defendant has been guilty simply of the 
tortious act, or the appropriation of property, or of both. This 
was done by the decree of January 22, 1914. The decree, it is 
true, is interlocutory; but as long as it stands it disposes of 
everything involved in it. We entertain no doubt of the power 
of control which the court has over such decrees. This is 


implied in their very nature. If authority for the existence 
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of such power is required, it may be found in Perkins v. Four- 
niquet, (47 U. S., 206; 12 L. Ed., 406). This is, however, far 
from being all. The exercise of power, merely because it is 
possessed, is the height of unwisdom. The doctrine of stare 
decisis, where the decision has been made in the very case under 


consideration, has a value far beyond that of the presumption of 
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correctness. The ruling is much more than merely persuasive, 
even when the reasoning of the judges by whom it was rendered 
is such as to bring instant convincement of mind. It is a decision 
of the questions involved which should not be disturbed by any 
other than a tribunal having appellate duties. We have the 
authority of one of the greatest of jurists and statesmen for the 
truth that bad laws may be borne, but the “jus aut vadum aut in- 
certum”’ presents a situation which is intolerable. 

The decree of January 22, 1914, has not only the original 
sanction of its first entry, but the double confirmation of two 
refusals—one to vacate, the other to open, it. If this were all 
the record shows, it surely would stand as made. The decree 
of July 3, 1914, and the opinion of Judge McPherson accompany- 
ing it, however, implies its at least partial suspension, and forbids 
us to treat it as a closed chapter of the controversy. As the 
question of the property rights of the plaintiff is still in the case, 
this in consequence affects the duty imposed upon the master 
to report “what sum, if any, plaintiff is entitled to recover.” The 
controversy has already been unduly prolonged, and the litiga- 
tion, so far as conducted in this court, should be brought to 
a final decree. The order of July 3d, contemplated a report 
from the master which would enable the court to make a final 
decree. It further expresses the will of the court to retain con- 
trol of the questions otherwise determined by the decree of 
January 22d. This decree is none the less in force. It, coupled 
with the order of July 3d, imposes a triple duty upon the master. 
This would involve a finding of the sum to be found under the 
decree as made. It would also involve a separate finding of 
such sum, based upon the unfair competition by itself, in the 
event of the proprietary property feature being eliminated. 
Finally, it would call for a report of the facts averred in the 
petition upon which the order of July 3d was based, so that 
the court might modify or refuse to change the decree of 
January 22d. 

The order in which these several duties were to be dis- 
charged is not indicated in the order. It would therefore be 
within the province of the master, if so requested by the parties, 
or if in his judgment such a disposition of the cause was called 
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for, to report first upon the facts of the petition by an inter- 
locutory report, and thus clear the case of the necessity of a 
finding of more than one sum. The final decree could, of course, 
be expedited by the parties agreeing upon and joining in a re- 
quest for a modification of the decree by limiting the sum to be 
found to the amount which the plaintiff is entitled to recover for 
unfair competition only. To this, we understand from the report 
of the master, the plaintiff has agreed. If such is the case, the 
finding may be accordingly limited. This should enable the 
master to proceed with what is pending before him. It does 
not, however, dispose of the special question which he has 
certified to the court. We do not deem it proper, in advance of 
the report of the master and of argument upon exceptions, 
which may be filed to his report, to give expression to the views 
of the court on the question of whether the amount of de- 
fendant’s profits affords any aid in the admeasurement of plain- 
tiff’s damages, or whether plaintiff is entitled to an accounting 
for such profits further than to make these observations. If 
the property right is still in the case, we do not understand 
plaintiff’s right to an accounting to be denied. If the finding 
is restricted to the sum to which plaintiff is entitled because of 
unfair trade only, the master can determine whether an ac- 
counting for profits properly enters into the inquiry. 

When the right of a plaintiff to an accounting is found, rule 
63 (198 Fed., xxxvil; 115 C. C. A., xxxvii) gives ample authority 
to require the defendant to file such account, and_ suffi- 
ciently designates its form and what it shall contain. In form 
it must be a debtor and creditor statement. The rule indicates 
that it shall be on the basis of a cash statement of moneys re- 
ceived and disbursed. The analogue of an account stated by 
a sales agent or other fiduciary will afford a guide to what 
is required. If the account is accepted by the plaintiff, the 
profits have been ascertained, and this inquiry is at an end. 
If the statement is not acceptable, the case of a hearing upon 
exceptions to the account of any trustee supplies the required 
guide. The account, as stated by the defendants, is one thing. 
The evidence from which the master finds the facts upon which 


to base an account stated by him is another thing. Care should 
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be taken to keep the distinction clear. The first should be a 
financial statement in cash account form simply. It should not 
be a list of possible witnesses, nor a statement of evidence, by 
which the items. of the account may be vouched. The parties 
may call witnesses or offer evidence bearing upon accounting 
facts. Subpoenas may issue and include the usual duces tecum 
clauses. The production of books and papers may be compelled. 
Rules 62 and 63 and the ordinary rules which pertain to such 
matters apply. If a defendant objects to account, or a witness 
is asked to testify, or to produce books or papers, and objection 
is made, the question raised should be passed upon by the master. 
If the order of the master is met by a refusal to comply, the 
refusal may be certified to the court, or the opposite party may 
ask the master to find the facts and to state an account against 
the defendants from all the evidence before him. 

In making such orders, care should, of course, always be 
taken to preserve to each party all his rights. Under the guise 
of requiring an account, or eliciting facts through testimony and 
evidence, neither party should be required to disclose the course 
of his dealings, so that a rival or competitor may injure him or 
gain an unfair advantage. The test is always: Is the require- 
ment relevant to the decision of the cause? Almost everything 
in such cases must in the first instance be left to the discretion 
of the trial judge, or of the master acting in that capacity. 
Bringing these abstractions to the concrete, we decline to adjudge 
the defendants to be in contempt because of what this record 
discloses, and are of opinion that the order requiring the de- 
fendants in their accounting to give the names and addresses 
of their customers should be revoked. The basis of the ex- 
pressed willingness of the defendants to give the information 
does not warrant a contempt finding. The cause is recommitted 
to the master, with instructions to proceed in accordance with 
this opinion. For his guidance we recapitulate the points of 
instruction : 

1. Let the master definitely find whether plaintiff agrees 
to join with defendants in the prayer to have the decree of 
January 22, 1914, so modified as to limit the finding against 
the defendants to one of unfair competition only, and to with- 
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draw all claim .to infringement of trade-mark property, and to 
further agree that the determination of the “sum, if any, which 
plaintiff is entitled to recover from the defendants” be likewise 
limited. 

2. If the inquiry is so limited by agreement, the master may 
then determine “the sum, if any, to which plaintiff is entitled,” 
and questions which may incidentally arise, including the one 
of whether, in the case as so limited, the defendants should be 
called upon to disclose the amount of moneys received by them. 
lf the plaintiff has not so agreed, or does not do so, then the 
master, if the parties so request and stipulate, or if in his judg- 
ment such interlocutory report will expedite the decision of 
the cause, may report a finding of all the facts bearing upon the 
petition referred to him by the order of July 3, 1914, or the 
master may proceed to determine all the questions now before 
him, and report, in addition to the findings above indicated, 
findings of the sum, if any, to which plaintiff is entitled on the 
basis of a finding of unfair trade alone, and also on the basis 
of a finding of both unfair trade and infringement of trade-mark 
property being in the case, these amounts to be separately stated, 
respectiy ely. 

This order is made with a view to having the case in shape 
for final decree on exceptions, if any are taken, to the master’s 


report. 





Coca-CoLA COMPANY v. BENNETT, et al. 
(225 Fed. Rep., 420.) 
District of Kansas, Second Division, March 5, 1915 


1. TRADE- MARKS—INFRINGEMENT. 
\ manufacturer of a beverage registered its trade-mark for both 
the beverage and the syrup from which the beverage is made. By a 
system of exclus‘ve contrarts, the manufacturer sold the syrup to various 
bottlers, who in turn, retailed the beverage. The use of the trade-mark 
on the beverage made from the manufacturer’s syrup purchased for 
that purpose, although by a bottler who did not possess any right in 
the registration thereof, does not constitute an infringement. 
2. TrapE- MArKS—Monopo_y—INJUNCTION. 
Where the evident object of a suit is to secure the protection 
of the law to enforce and carry out a monopoly, planned through the 
medium of the exclusive contract system under the guise of affording 
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protection to registered trade-marks, it lies within the condemnation 
of the anti-trust laws, and no injunction should issue. 


In Equity. On final hearing. Decree for defendants. 


Holmes, Yankey & Holmes, of Wichita, Kan., for plaintiff. 
C. M. Williams, of Hutchinson, Kan., for defendant. 


PoLtock, District Judge: This is a suit to restrain infringe- 
ment of trade-mark. The facts stipulated by the parties, nec- 
essary to decision, may be briefly summarized as follows: 

Plaintiff 1s a corporate citizen of the state of Georgia, en- 
gaged in the business of manufacturing and selling a syrup 
product by it sold under its trade-mark or trade-name, ‘‘Coca- 
Cola.” This entire syrup product manufactured by plaintiff is 
sold through two bottling corporations of the state of Tennessee, 
named The Coca-Cola Bottling Company and Coca-Cola Bot 
tlng Company, under exclusive contracts made between the 
parties. With the consent of the parties said Tennessee cor- 
porations divided the territory of this country between themselves 
and other corporations formed, of which one is the Western 
Coca-Cola Company, a corporate citizen of the state of Illinois, 
located in the city of Chicago. After the formation of said 
Illinois corporation, plaintiff entered into a contract to supply 
said company with its syrup product to be resold in certain 
designated territory, including this state. Defendants Bennett, 
under the firm name of The Bennett Mineral & Distilled Water 
Company, doing business at the city of Hutchinson, this state, 
prior to January I, 1913, purchased from the Western Coca-Cola 
Company, and employed the same in preparing, bottling, and 
selling the beverage coca-cola in bottles having crowns and 
corks bearing the trade-name of plaintiff, “Coca-Cola.” On 
said date the Western Coca-Cola Company established an agency 
for bottling and selling of its completed product as a beverage in 
the city of Hutchinson, and thereafter would no longer sell 
to defendants; on the contrary, insisted defendants should sell 
to said company all its syrup products, crowns, and caps there- 
tofore purchased, and cease doing business under the trade-name 
“Coca-Cola.” This defendants refused to do, and at the time 
this suit was instituted defendants were engaged in bottling and 








488 THE TRADE-MARK REPORTER 


selling coca-cola as a beverage manufactured from the syrup 
which theretofore they had purchased from Western Coca- 
Cola Company, and were so transacting such business when this 
suit to restrain infringement of trade-mark or trade-name was 
instituted. 

The question here presented concerns itself solely with the 
right of plaintiff to the injunctive relief prayed. It is seen 
from the statement there arises in this case no question of the 
right of plaintiff to protect its business against unfair competition 
in the palming off by defendants of spurious or inferior article 
for the goods manufactured from plaintiff’s product, and no 
contention is made but that the product defendants were bottling 
and selling as a beverage under the trade-name of “Coca-Cola” 
when this suit was instituted was made from syrup manufactured 
by plaintiff for that purpose, and sold and delivered to them 
by authority of plaintiff. The only question at issue in this 
case under the pleadings and proofs concerns itself with the 
right of plaintiff to injunctive relief, restraining defendants from 
the manufacturing, bottling, and sale of coca-cola as a beverage 
under the trade-mark of plaintiff; said beverage being manu- 
factured by defendants from syrup made by plaintiff for such 
purpose, and by defendants having been purchased from plain- 
tiff, or its agent, for this purpose, this being done by defendants 
after the Western Coca-Cola Company had established an agency 
for such purpose in the city of Hutchinson, and had refused 
longer to sell the syrup product of plaintiff to defendants, or to 
longer license them to use the trade-mark of plaintiff. 

The right of plaintiff to the injunctive relief prayed is denied 
by defendants on two grounds: First, because the syrup product 
from which the completed beverage by them being made, bottled, 
and sold under the trade-mark of plaintiff had for value been 
purchased in good faith by defendants from plaintiff for the 
identical use and purpose to which it was being put; second, 
because the exclusive contracts employed by plaintiff and _ its 
agents under which its coca-cola business is conducted are in 
violation of the anti-trust laws of the state and nation. It 
appears the trade-mark of plaintiff, as registered January 31, 
1893, provides as follows: 
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“The class of merchandise to which this trade-mark is appropriated is 
beverages, and the particular goods comprised in such class on which it is 
used by said company is nutrient or tonic beverages.” 

Under its trade-mark, registered October 31, 1905, it is pro- 
vided : 

“The class of merchandise to which this trade-mark is appropriated is 
beverages, and the particular description of goods comprised in said class 
upon which this trade-mark is used is tonic beverages and syrups for the 
manufacture of such beverages.” 

It is thus seen the registered trade-mark of plaintiff covers 
both the syrup product by it manufactured, from which the com- 
pleted beverage is produced, and also the beverage known as 
coca-cola in its completed form. From this viewpoint it is 
argued by plaintiff, although defendants may have purchased 
from plaintiff or its accredited representative the syrup product 
from which that beverage is made, yet, as its trade-mark covers 
the completed beverage itself, defendants may not, without 
license or authority from plaintiff, make, bottle, and vend the 
beverage under the trade-mark of the plaintiff. 

It has been held the sale of merchandise in bulk by a manu- 
facturer does not justify the vendee in using on his retail pack- 
ages the labels which the manufacturer uses upon the same 
merchandise only when prepared by himself on smaller packages 
for the retail trade. (Krauss v. Jos. R. Peebles’ Sons Co. 
[C. C.] 58 Fed., 585.) However this may be in cases where 
applicable, such are not the facts of the present case. Under 
the stipulated facts in the case at bar the syrup product em- 
ployed by defendants in the use sought to be restrained was 
purchased from nlaintiff, or its agents, to be employed in the 
very use now : aght to be restrained; that is to say, the right 
to the relief sought is not predicated by plaintiff on the ground 
defendant could not have employed the syrup in the very man- 
ner now sought to be restrained when purchased, but on the 
contrary, by lapse of time, that arrangements have been made 
with another, and defendants may not employ that which they 
had theretofore purchased for use. In other words, the very 
purpose of the suit is to protect plaintiff in the monopoly made 
by its exclusive contracts, and not to protect its trade-mark 
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goods from competition with spurious or inferior products. 
Hesseltine, in his work on the Law of Trade-Marks, p. 112, says: 





“Relief for infringement is afforded upon the ground that it is a fraud 
to use another’s trade-mark, and thus pass off different goods as and for 
; the goods of the proprietor of the trade-mark, rather than upon the ground 
. of property in the mark itself. The essence of the wrong consists in 
| the sale of the goods of owner, manufacturer, or dealer as and for those 
of another by means of such trade-mark. It is only where this false 

representation is directly or impliedly made that relief can be granted in 
equity.” 




























In Russia Cement Co. v. Frauenhar, (133 Fed., 518; 66 
C. C. A., 500), the circuit court of appeals for the second circuit 
said: 





“A court of equity will not enjoin a person from affixing to goods 





sold by him their true name and description, in the absence of any evi- 
/ dence of an attempted fraud, such as by representing his goods as of a 
different origin or quality or manufacture from what they actually are.” 

) In Apollinaris Co. v. Scherer ({C. C.] 27 Fed., 18), it is 
1 . 

' said ; 

‘ 

} 


“But the defendant is selling the genuine water, and therefore the 
trade-mark is not infringed. There is no exclusive right to the use of a 
name or symbol or emblematic device, except to denote the authenticity of 
the article with which it has become identified by association. The name 
has no office, except to vouch for the genuineness of the thing which it 
distinguishes from all counterfeits; and until it is sought to be used as a 
false token, to denote that the product or commodity to which it is applied 
is the product or commodity which it properly authenticates, the law of 
trade-mark cannot be invoked.” 








It follows the plaintiff is not entitled to the injunctive relief 
prayed to restrain defendants from using the syrup product 
made by plaintiff in the identical manner contemplated by the 
parties at the time it was acquired by defendants. Not alone 
is this true, but, as has been seen, the real purpose of this suit, 
as shown from the record, is not to protect the trade-mark of 
plaintiff from infringement by defendants in palming off on 
the public their spurious or inferior goods under the trade-mark, 
and in the place of the beverage coca-cola as made from the 
syrup of plaintiff, to the consequent injury and damage of 
plaintiff; but the purpose is to secure the protection of the law 
to enforce and carry out the monopoly it has planned and enjoys 
in the manufacture and sale of nonpatented personal property 
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through the medium of the exclusive contract system, under 
the guise of affording protection to its registered trade-marks. 
That the adoption, use in business, or registration of a trade- 
mark has no relation to and cannot be employed as a substitute 
for a patented invention in the creation or maintenance of a 
monopoly, as may be had in a patented article, is quite apparent. 
In «I pollinaris Co. v. Scherer, (supra), it is said. 


“It was not possible by any contract or grant between Saxlehner and 
the complainant to create a territorial title to the products of the spring; 
no such t.tle is known to the law of personal property. No analogy can 
be drawn from the law of patents for inventions, because the title to this 
species of property is purely statutory; and it is by force of arbitrary 
law alone that the title in the incorporeal property can be subdivided into 
territorial parts. The decisions which have been relied on in argument as 
sustaining the right of the owner of a patent to prevent a sale or use of the 
patented thing outside of the territorial limits for which a license has 
been granted, although the license authorized a sale and the sale was 
made within the territorial limits of the license, have therefore no ap- 
plication to the present case.” 


Such being found to be the object, scope, and purpose of 
the present suit, to my mind, brings it within the condemnation 
of the anti-trust laws of the state and the nation, and on this 
ground also the injunctive relief prayed must be denied. (Dr. 
Miles Medical Co. v. Park & Sons Co., 220 VU. S., 373; 31 Sup. 
Ct., 376; 55 L. Ed., 502; Cont. Wall Paper Co. v. Voight & 


Sons Co., 212 U. §., 227; 29 Sup. Ct., 280; 53 L. Ed., 486.) 


It follows the petition must be dismissed for want of equity. 
It is so ordered. 


Epitor’s Note: The question raised in this case of the use of a trade- 
mark, without the consent of the owner thereof, upon goods which are 
genuine and for which the mark was designed, has been viewed in a 
rather different light by Judge Chatfield in the United States district 
court for the eastern district of New York. In 1912 he held: 

“If the contents are genuine, and are placed before the public 
in such form that a person buying the article would not, if the 
goods were in fair condition, ascertain that he had not secured 
a product legally sold under the complainant’s trade-mark, and 
even if this customer were not injured by the use of the particular 
goods, and might be inclined to purchase the genuine article in 
the future, nevertheless, the inviolability of the product placed upon 
the market, the reputation of the complainants, and the safe pro- 
tection of the public requires a holding that such use of genuine 
goods is of itself a violation of the rights of the complainants to 
have their goods issued only under the genuine trade-mark.” 

(MclIlhenney, et al. v. Hathaway, et al., 195 Fed. Rep., 652.) 
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In other words, no use may be made of a trade-mark except by 
the owner thereof or with his permission. In the Coca-Cola case, supra, 
the permission to use the mark was granted for a time and then with- 
drawn. The defendant had, however, built up for itself a certain good 
will in the trade through its use of the mark in question, which the 
plaintiff would have destroyed by this litigation. 

The use of a trade-mark upon goods manufactured by the owner of 
the mark but of an inferior quality discarded or sold either not marked 
or identified by another mark by the manufacturer thereof, by reason 
of inferiority, is obviously unfair and has been so held by the New 
York superior court in Gillott v. Kettle, (3 Duer [N. Y. supr.], 624), 
Russia Cement Co. v. Katzenstem, (109 Fed. Rep., 314), Thos. G. Plant 
Co. v. May Mercantile Co., (153 Fed. Rep., 229) and Thos. G. Plant Co. 
v. Hamburger, (153 Fed. Rep., 232). 

An interesting decision relative to the monopoly of a trade-marked 
article is to be found in the September issue (Great Atlantic & Pacific 
Tea Company vy. Cream of Wheat Company, Reporter, vol. 5, p. 319). 
This has been affirmed by the circuit court of appeals (Reporter, vol. 5, 
p. 469), the opinion appearing in this issue. It holds that a legal mo- 
nopoly exists in a trade-marked article and that the selection of cus- 
tomers is a privilege not to be regulated by law. 


NEW YORK SUPREME COURT 
SCHINASI v. SCHINASI 
(155 N. Y. Supp., 867.) 


Appellate Division, First Department, November, 1915 


TrRADE-MARK—UsE oF FAMILY NAME. 

Where two firms of the same name, trading in the same line of 
business, are each composed of several brothers all of whom bear the 
same family name, which is incorporated in the firm names, and it 
appears that the firm which entered the field at the later date took 
the necessary steps to avoid the confusion of the purchasing public, it 
should not be restrained by an injunction pendente lite from the use 
of the family name, either alone, or as a part of its firm name. 

Appeal from an order granting an injunction pendente lite 
granted. 

Herman Hoffman, for appellants. 

Gustavus A. Rogers, for respondents. 


Scorr, J.—By the order appealed from the defendants are 
restrained during the pendency of the action from manufactur- 
ing, selling, offering for sale or advertising cigarettes under the 
name of “Schinasi Bros.”; from manufacturing, selling, offering 
for sale or advertising cigarettes under the designation or brand 
of “Schinasi Bros.,” or any name or words similar to “Schinasi,” 
or any combination of words in which the name “Schinasi” 
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forms a part; from selling or otherwise disposing of any cigar- 
ettes which have already been manufactured by or for defend- 
ants, which cigarettes or the packages in which they are contained 
are under the designation or brand name of “Schinasi Bros.,” or 
any name or words similar to “Schinasi,’” or any combination 
of words in which the name “Schinasi” forms a part, and from 
using in any manner in connection with the manufacture and sale 
of cigarettes the name “Schinasi.” In short the defendants, 
whose name is concededly Schinasi, are forbidden to use that 
name in any way, shape or manner in the prosecution of a 
lawful business upon which they have embarked. 

The plaintiffs, who are also named Schinasi, although it is said 
that they are not related to defendants, have carried on for a 
number of years the business of manufacturing and selling cigar- 
ettes under the firm name of Schinasi Bros. They have been 
very successful and have built up a large trade. 

The defendants, who are brothers, have recently engaged 
in the cigarette business also under the firm name of Schinasi 
3ros. Prior to engaging in this business one of them had been 
a watchmaker and the other two had been furriers. There is no 
question in the case of unfair competition arising from an imita- 
tion of plaintiff’s packages and wrappers. On the contrary de- 
fendants have adopted and use a box as widely different from 
plaintiffs’ in style and appearance as could easily be contrived. 
From the samples of boxes submitted on the argument it appears 
that the cigarettes are designated and distinguished by names, 
those exhibited by plaintiffs being described on the boxes as 
“Egyptian Prettiest’’ and “Natural,” while those exhibited by de- 
fendants are described on the box as “Specials.” Defendants 
also print upon the outside of each box, in small but perfectly 
legible print the following: “Notice. We have no connection 
with Schinasi Bros., manufacturers of Natural and Egyptian 
Prettiest cigarettes.” A similar notice in larger letters is pasted 
on the inside of the cover of each box. It thus appears quite 
clearly that defendants have taken all reasonable precautions to 
avoid confusion between their product and that of plaintiffs, ex- 
cept that they use the firm name of “Schinasi Bros.,” and print 
it upon each box of cigarettees which they sell. It has been 
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held in many cases that no man may make a trade-mark of his 
own name, and then debar others having the same name from 
using it in their business. The leading case in this State is 
Meneely v. Meneely (62 N. Y., 427). In that case it was said that 
“every man has the absolute right to use his own name in his own 
business, even though he may thereby interfere with or injure the 
business of another person bearing the same name, provided he 
does not resort to any artifice or contrivance for the purpose of 
producing the impression that the establishments are identical, 
or do anything calculated to mislead. Where the only confusion 
created is that which results from the similarity of the names the 
court will not interfere.” This case has frequently been cited 
and followed in this as well as in other jurisdictions (Brown 
Chemical Co. v. Meyer, 139 U. S., 540; World’s Dispensary Med- 
ical Ass'n v. Pierce, 203, N. Y., 419 [ Reporter, vol. 2, p. 23] ). 

Plaintiffs lay much stress upon a line of cases in which Hig- 
gins v. Higgins Soap Company (144 N. Y., 462) and DeLong v. 
DeLong Hook and Eye Co. (89 Hun, 399) are examples. Those 
cases, however, are clearly distinguishable from the present. In 
each of them the defendant was a corporation having no natural 
right to the use of any particular name, and had arbitrarily 
adopted a name evidently intended to mislead purchasers and 
infringe upon the plaintiff's right. Nothing of that sort ap- 
pears in the present case. It is very clear, therefore, that the 
order appealed from goes too far when it restrains defendants 
from using the name ‘“Schinasi” or any combination of words in 
which “Schinasi” forms a part. 

The only debatable question is whether or not defendants 
should be debarred from using the firm name “Schinasi Bros.” 


Along with the right of every person to use his own name 
in his business is the corresponding obligation that he may not 
through unfairness, artifice, misrepresentation or fraud injure 
the business of another or induce the public to believe that his 
product is the product of another. As was said in World’s D. M. 
Ass'n v. Pierce (supra): “Defendant should so use his name in 
connection with his remedies that he will obviate deception, or 
with an explanation which will inform or be a notice to the pub- 
lic that those remedies are not those of the plaintiff.” 
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We are not satisfied from the moving papers that plaintiffs 
have made out a case .or a temporary injunction even against the 
use of the words “Schinasi Bros.” We cannot find evidence, 
apart from the use of the firm name, of any artifice, design or 
deceit intended and adopted to mislead the public and to palm off 
defendants’ product as that of the plaintiff’s. 

On the contrary, the defendants have taken very specific 
precautions against any such result. Whatever damage, if any, 
shall result from defendant's competition will be due solely to the 


| similarity of name, for which alone the courts will not afford 
redress (Howe Scale Co. v. Wyckoff, Seaman & Benedict, 198 
UJ, ., S88}. 


Of course it is possible that upon the trial facts may be 
developed which will render it proper to require defendants to 
modify, in some degree, the manner of the use of their name. 
All that we are called upon to decide now is that the facts as pre- 
sented to us do not warrant an injunction pendente lite. 

The order appealed from must be reversed, with ten dollars 
costs and disbursements, and the motion to continue the tem- 
porary injunction denied, with ten dollars costs. 

Ail concur. 


KILMER v. Dr. KILMER & COMPANY 


(154 N. Y. Supp., 077.) 


y. 
Special Term, Broome County, September 3. 1015 


TRADE-NAME—RizGuHT To Us! 

Plaintiff is a physician who was formerly engaged with his brother 
as Dr. Kilmer & Company, in the manufacture and sale of certain 
proprietary medicines. He sold his interest in the business, including 
the good will and firm name, and the business was later incorporated 
by the defendant. Held that the defendant corporation is entitled to 
the use of its corporate name containing the plaintiff's family name and 
title, and to represent the medicines originally compounded by the 
plaintiff as such, but it has no right to so use the plaintiff's name as 
to lead the public to believe that he is actively responsible for the 
contents of any bottle bearing his portrait or name. 


In equity. On final hearing. Decree for plaintiff. 
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Rollin W. Meeker, of Binghamton, and Joseph Cheney, for 
plaintiff. 

Curtis, Keenan & Tuthill, of Binghamton, and William Not- 
tingham, of Syracuse, for defendant. 


KiLEy, J.: For some years prior to March, 1892, S. Andral 
Kilmer, a physician and surgeon of Binghamton, N. Y., and 
Jonas M. Kilmer, his brother, of the same city, were engaged 
as co-partners in the manufacture and sale of Dr. Kilmer’s 
Standard Herbal Remedies, under the firm name of Dr. Kilmer 
& Co. On the 14th day of March, 1892, by an instrument in writ- 
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ing, and in consideration of the payment to Dr. S. Andral Kil- 
mer of $40,000, he sold to his brother and partner his equal 
undivided one-half interest in the real estate and personal prop- 
erty of said firm of Dr. Kilmer & Co. In and by that contract 
it is agreed that: 

“The term ‘personal property’ shall include all the trade-marks and 
copyrights, labels, wrappers, circulars, and pamphlets of the now firm of 
Dr. Kilmer & Co.; also the firm name, Dr. Kilmer & Co., and the good 
will of said firm.” 

The contract further designates the Standard Herbal Reme- 
dies transferred therein as: 


“Female Remedy; Autumn Leaf Extracts; U & O Ointment; Female 
Remedy Complete; Ocean Weed Heart Remedy; Swamp Root Kidney, 
Liver and Bladder Cure; Indian Cough Cure (Consumption Oil) ; Prompt 
Parilla Liver Pills; and all receipts from which the same have heretofore 
been manufactured, of which said Standard Herbal Remedies the said 
Jonas M. Kilmer shall have the exclusive right of manufacture and sale.” 


3y paragraph 4 of the contract of sale certain remedies not 


included above, and of which S. Andral Kilmer was the sole 
individual owner, were designated as follows: 


“One bottle A. B.; one bottle B. B.; one package D. H. M.; one in- 
haler;” also “Infallible Treatment, consisting of White Positive Drops, 
Yellow Negative Drops, Dry Herbal Compound, and Generative Applica- 
tion ;” also “Cancer and Tumor Syrup. Cancer and Tumor Dissolvent, Can- 
cer and Tumor Infection;” also “Female Swelled Neck Cure.” 
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It was provided in and by said contract that the said Jonas 
M. Kilmer should continue to compound the medicines belong- 
ing to Dr. Kilmer individually, and above set forth, advertise 
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and sell the same, and pay to the doctor monthly 25 per cent 
of the gross amount of said sales. 

Paragraph 8 of said contract of sale provides that the In- 
valid’s Guide to Health, published theretofore by the said firm 
of Dr. Kilmer & Co., should continue to carry on its pages and 
in its printed matter certain articles then therein contained, the 
portrait of Dr. S. Andral Kilmer; also the same printing under 
said portrait, except that it might be in larger type; also the 
portrait of Dr. Kilmer, representing him making examination 
of the throat through an instrument known as the laryngoscope. 
The contract also provided that the name S. Andral Kilmer 
should not be published in said Invalid’s Guide to Health in any 
place that it did not therein appear without the consent of Dr. 
Kilmer. 

3y the ninth paragraph of said contract of sale it was pro- 
vided that all letters and mail matter coming to the Binghamton 
postoffice, addressed to S. Andral Kilmer, or S. A. Kilmer, with- 
out regard to affix or prefix to said address, unless said affix or 
prefix shall be “Co.” or “Company,” shall be received and 
opened only by S. Andral Kilmer, or by his authority. By para- 
graph 10 of said contract of sale it is provided: 


“The letters and mail matter coming to the Binghamton postoffice, or 
any other postoffice, addressed to Dr. Kilmer & Co., Dr. Kilmer Medicine 
Co., the Dr. Kilmer Medicine Co., Dr. Kilmer & Co.’s Dispensary, and for 
the present, until Dr. S. Andral Kilmer shall engage in some business 
by the name of S. A. Kilmer & Co., or S. Andral Kilmer & Co., or Dr. 
S. A. Kilmer & Co., or Dr. S. Andral Kilmer & Co., all letters containing 
such addresses coming to the postoffice shall be received and opened only 
by Dr. Kilmer & Co., but after the said S. Andral Kilmer shall go into 
business under either of said four names said S. Andral Kilmer shall be 
entitled to receive from the postoffice all letters addressed in either of 
said four names.” 


It is further provided by said contract that, in the event any 
letters should be received by either of said parties belonging to the 
other, they shall be promptly forwarded to that party, from the 
contents of which it was determined who should receive it; that 
neither should answer any letter by the name of the other, or by 
the name of Dr. Kilmer & Co., except the party entitled to an- 
swer the same. 

The business was carried on, so far as Dr. Kilmer was con- 
cerned, under the contract above referred to until March 18, 
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1g01, when another agreement was entered into between Jonas 
M. Kilmer and S$. Andral Kilmer, the plaintiff in this action, in 
and by which Dr. S. Andral Kilmer, the plaintiff in this action, 
sold to Jonas M. Kilmer his interest in the several proprietary 
medicines, cures, and treatments specified in paragraph 4 of the 
contract of March 14, 1892, with exclusive right to manufacture, 
sell, or suppress the same, and also released the said Jonas M. 
Kilmer, his former co-partner and the party of the second part 
to the contract of March 14, 1892, from the obligation assumed 
by the said Jonas M. Kilmer in paragraph 8 of that contract, viz., 
the publication of the Invalid’s Guide to Health, as therein pro- 
vided; otherwise, the contract of March 14, 1892, was recog- 
nized and reaffirmed by the said parties in all respects wherein 
it was not “specifically modified by this agreement,” referring to 
the contract of March, Igor. 

In December, 1906, Jonas M. Kilmer sold to his son, Willis 
Sharpe Kilmer, an undivided one-half interest in the business 
known as Dr. Kilmer & Co. They formed a co-partnership, and 
continued to manufacture and sell the remedies of Dr. Kilmer 
& Co. as such co-partnership until January, 1909, when the busi- 
ness was incorporated under the name of Dr. Kilmer & Co., with 
Jonas M. Kilmer, Willis Sharpe Kilmer, and Jerome B. Hadsill, 
all of Binghamton, N. Y., as incorporators. In the same month, 
and a few days thereafter, the co-partnership, Dr. Kilmer & Co., 
transferred all of its said business and assets to the said cor 
poration, which said corporation has since done business at Bing- 
hamton, N. Y., compounding, manufacturing, and selling the 
remedies which had been so compounded, manufactured, and 
sold for many years previously by the several co-partnerships and 
parties above mentioned. Dr. S. Andral Kilmer originated and 
compounded all of those remedies in the first instance, and the 
business of this defendant is supposed to be that of compound- 
ing now from the original recipes of Dr. Kilmer the original reme- 
dies, manufacturing and selling quantities of them upon the 
market. 

This action is brought by the plaintiff, Dr. S. Andral Kilmer, 
seeking to enjoin the defendant from prefixing to its corporate 
name the term “Dr.” or “Doctor,” or using any language, portrait, 
or advertising representation which actually deceives, or is liable 
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to deceive, the public; in other words, cause the public to be- 
lieve that Dr. S. Andral Kilmer is still connected with said cor- 
poration, receiving disclosures and descriptions of the diseases 
common to humanity, and prescribing therefor remedies which 
the public seek as a cure for the diseases described by them in 
their communications, and with which the parties claim to be 
afflicted ; that said defendant be enjoined from receiving or open- 
ing any mail addressed to or intended for the plaintiff, and to 
restrain the defendant from selling medicine or appliances in 
the name of plaintiff, or in any way violating the terms of the 
written contract entered into between the plaintiff and Jonas 
M. Kilmer; also that a referee be appointed to receive the mail 
and distribute it between the respective parties. 

Consideration will first be had with reference to the mail 
matter. Plaintiff urges that the same course, in that regard, 
should be followed, as laid down by the Court of Appeals in Dr 
David Kennedy Corporation v. Kennedy (165 N. Y., 353, 59 
N. E.., 133). It is not considered feasible or necessary under the 
evidence in this case to follow the Kennedy Case so far as the 
appointment of a referee is desired. The evidence discloses that 
during the past six or seven years the defendant, through its 
agents and servants, both male and female, have opened private 
and confidential letters intended for a physician qualified to 
diagnose, advise, and prescribe for diseases of the most private 
nature, and tends to generate the same feeling of disapproval that 
is shown by the several courts writing in the Kennedy Case; and 
it also appears from the evidence that in one of the years 1907, 
1908, or 1909, or thereabouts; the plaintiff, through his attorney, 
took up the matter with a representative of the defendant, and 
agreed that only mail addressed to Dr. Kilmer & Co., Dr. Kilmer 
Medicine Co., the Dr. Kilmer Medicine Co., or Dr. Kilmer & Co.'s 
Dispensary, should be opgned by the defendant; that all mail ad 
dressed to Dr. S. Andral Kilmer & Co., S. Andral Kilmer & Co., 
S. A. Kilmer & Co., Dr. S. A. Kilmer & Co., Dr. S. Andral Kil 
mer & Company, S. Andral Kilmer & Company, S. A. Kil 
mer & Company, Dr. S. A. Kilmer & Company, Dr. S. Andral Kil 
mer, S. Andral Kilmer, M.D., S. Andral Kilmer, Dr. S. A. Kil 
mer, S. A. Kilmer, M.D., S. A. Kilmer, Andral Kilmer, Andral 
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Kilmer, M.D., Dr. Andral Kilmer, S. Kilmer, S. Kilmer, M.D., 
Dr. 5. Kilmer, or Dr. Kilmer, should be received by the plaintiff, 
Dr. S. Andral Kilmer. 

Upon the trial of this action there was introduced in evidence 
about 150 letters received and opened by this defendant that were 
intended for and addressed to the plaintiff, and there were up- 
wards of 125 of them not addressed as agreed and designated in 
the first list of names given above as the address which entitled 
the defendant to open the letters coming to either place of busi- 
ness. Many of these letters were marked “Personal.” The de- 
fendant knew, or ought to know, that a letter marked “Personal” 
was not intended for a corporation, but was intended for the 
doctor whose name appears upon the letter, no matter what pre- 
fix or affix appeared with the name thereon. The defendant knew, 
or ought to have known, that when a person writes to any address 
containing the name or designation of a physician, and marks it 
“Personal,” that letter contains a private and confidential com- 
munication, not intended to pass through hands who have no 
knowledge of medicine, and have no right to know about the 
malady with which the writer is afflicted. 

The plaintiff is entitled to an injunction restraining the de- 
fendant from receiving and opening any letters addressed by the 
last list of names, and, in addition, any letter that has “Personal”’ 
written upon the envelope, with an address containing Dr. Kilmer, 
or any other title showing that it is a physician with whom the 
writer intends to communicate. 

The pleadings raise the question, and it appears from the con- 
tract of March, 1892, and from the evidence, that the defendant 
has no physician connected with its business, and that it has 
agreed that it shall not employ any physician, unless such physician 
was a son or descendant of Jonas M. Kilmer, and that therefore 
the defendant is illegally practicing medicine, violative of the 
provisions of the Public Health Law of this state. It cannot be 
held, from the evidence in this case, that the defendant is prac- 
ticing medicine. The present defendant is entitled to all of the 
rights secured to Jonas M. Kilmer in the contracts of 1892 and 
1901. It is provided in the contract of 1892, and confirmed in the 
contract of IQOI: 
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“This contract shall apply to and bind the heirs and assigns of the re- 
spective parties hereto.” 

The defendant has a right to its corporate name, and, under 
World’s Dispensary Medical Association v. Robert J. Pierce 
(203 N. Y., 419, 96 N. E., 738 [Reporter, Vol. 2, p. 23] ), the 
defendant has a right to compound and sell the remedies traas- 
ferred to it under and by virtue of the several contracts herein- 
before referred to. The defendant has no right, however, to use 
the name of the plaintiff in connection with its business in such 
a way as is calculated to lead the public to believe that he is 
a physician connected with or in charge of the medical part of its 
business, passing upon the physical condition of people afflicted 
with disease, making analysis of either blood or urine, and then 
prescribing medicines appropriate for those diseases. In some re 
spects the defendant violates this right of the plaintiff. To be 
specific is to call down criticism from the Appellate Division in 
this Department. In the case of Oneida Community v. Oneida 
Game Trap Co. (reported in 154 N. Y. Supp., 391 | Reporter, 
vol. 5, p. 316] ), the trial court sought to depart from the old rule 
of a general injunction, and to say what rights the several par 
ties had under the judgment directed. The appellate division 
said of that attempt: 

“Tt is not the province of a court of equity to aid wrongdoers. It 
fulfills its mission when it has restrained the commission of a wrong, 


leaving the wrongdoer to figure out for himself how far he can disregard 
the mandate of the court and the requirements of a clean conscience.” 


A suggestion will be made, however, that the use of Dr. 
Kilmer’s name in connection with the Pile Pipe sent out by the 
defendant is not warranted under any contract had between the 
plaintiff and Jonas M. Kilmer. The picture of Dr. S. Andral 
Kilmer, and the other features attendant to, and the peculiar 
wording of, the certificate of purity therewith, are calculated to 
mislead the public, and to cause those reading it to believe that 
Dr. Kilmer is connected with the business of the defendant and 
in actual supervision of its prescription department, and other 
departments requiring consultation and analysis. It is not war- 
ranted by any contract, and is not a right secured by any con- 
tract, had between the plaintiff and Jonas M. Kilmer. 
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The defendant has the right to manufacture and distribute 
for sale, and advertise the same, all of the medicines originated 
by Dr. S. Andral Kilmer and transferred to Jonas M. Kilmer; it 
has a right to designate them as so originated and compounded 
by Dr. Kilmer; but it has no right to so use the plaintiff’s name 
as to lead the public to believe that he is still responsible, by rea- 
son of active supervision, for the contents of a bottle covered in 
part, by his portrait and name. 

These suggestions are warranted by the holding in World's 
Dispensary Medical Association v. Robert J. Pierce (supra). It 
is not intended that these suggestions cover all of the features 
which would be violative of the general injunction granted herein. 

Injunction is granted in accordance with the foregoing. 
Costs to plaintiff. Let findings and judgment be prepared. 


S. T. TayLor Company v. Nast 
(154 N. Y. Supp., 082) 


Special Term, New York County, July 26, 1915 


TRADE- MARK—INFRINGEMENT—UNFAIR COMPETITION. 
Plaintiff acquired, through long exclusive use trade-mark rights 
the words “Le Bon Ton” as applied to a trade paper. Defendant 


undertook to publish a periodical of similar character but of different 
physical characteristics entitled “Gazette du Bon Ton.” Plaintiff may 
properly restrain the defendant from use of the words “Bon Ton” or 
any similar words. 


On motion for an injunction pendente lite. Motion granted. 

Cornell, Lockwood ¢& Jeffery, of New York City (John L 
Lockwood, of New York City, of counsel), for plaintiff. 

Macdonald De Witt, of New York City, for defendant. 


PHILBIN, J.: The plaintiff moves to restrain the defendant 
pendente lite from publishing, selling, or advertising any maga 
zine or periodical entitled or bearing as a part of said title the 
words “Bon Ton,” or any word or phrase similar thereto, or from 
using said words, or similar words, in any manner in connection 
with any such magazine or periodical. The plaintiff and its pred- 


ecessors have for upwards of 60 years published a periodical 
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bearing the title “Le Bon Ton” (which was later changed by 
adding the subtitle “and Le Moniteur de la Mode United”) and 
treating with the styles and fashions in women’s apparel. The 
said periodical has for a great many years been and is now popu- 
larly known simply by the name “Bon Ton.” The defendant en- 
tered into an agreement with the publishers of a periodical pub- 
lished in Paris, and known as the “Gazette du Bon Ton,” whereby 
it was agreed that the publishers should prepare and print a 
special issue of the said publication in the English language, and 
that the same should be sold to the defendant, who would be the 
sole American publisher thereof. The said Paris publication was 
also a periodical of the same general character, so far as the 
subject-matter was concerned, as the plaintiff’s said magazine. Its 
publication has been suspended since the outbreak of the present 
war in Europe. 

The cover of the said special issue intended to be offered for 
sale by the defendant uses the words “Bon Ton” in such a man- 
ner, in my opinion, as to fix the identity of the magazine by that 
title. The other words on said cover are either inconspicuous or 
so descriptive in their nature as not to form part of the title 
to the ordinary observer. The defendant had widely advertised 
the proposed publication of said magazine as the “Gazette du Bon 
Ton.” Such advertisement was also inserted in a periodical 
published by the defendant, and known as “Vogue,” and which 
is somewhat similar in character to plaintiff’s said publication. It 
contained a special appeai to the readers of “Vogue” on behalf 
of the new magazine. It also appears that the defendant like- 
wise publishes other magazines, including two known as “Vanity 
Fair” and “Le Costume Royal,” respectively, whose names would 
indicate a similarity in purpose to that of the plaintiff’s periodical. 
It does not appear whether the said advertisement was*also in- 
serted in these last two publications. The two publications are 
essentially different in size, form, and type. The subject-matter 
is, as has already been stated, of the same general character. 
They seek the same class of patronage, advising as to the fashions 
affecting women’s attire, and therefore possess the characteristics 
of trade papers. They also have certain features which appeal 
to the public generally. The advertisements contained in said 
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magazine are likewise of the same general character, the pub- 
lisher in each instance looking to the same classes of persons in 
the trade for such advertising. 

The words “Bon Ton” have acquired a special and unusual 
meaning, as related to the plaintiff’s magazine, because of their 
use for the long period covered by the existence of the latter. The 
arbitrary application to the said purpose is emphasized by the 
fact that they are not words of the English language, and to many 
persons convey no meaning except a designation of plaintiff’s 
periodical, at least so far as publications are concerned. The 
meaning of the words themselves has also tended to make them 
appropriated. It would therefore appear that the plaintiff, hav- 
ing by its conduct for many years acquired a valuable trade-mark, 
should not have such value destroyed or impaired by its use by 
others for a like purpose, even if such use is confined to an 
isolated instance. Anything that tends to interrupt the continuity 
of the exclusive application of the words “Bon Ton” by the 
plaintiff must be regarded as a distinct injury to the plaintiff, 
and one that cannot be measured by any estimate of money 
damage. 

In my opinion the natural and probable tendency of the con- 
duct of the defendant is to deceive the public, so as to pass off 
the said magazine to be published by him for the publication of 
the plaintiff. In view of the fact that the physical characteristics 
of the two publications, except in so far as the use of the words 
“Bon Ton” is concerned, are totally dissimilar, it may be ques- 
tioned whether there has been sufficient proof given from which 
a fraudulent intent upon the defendant’s part could be inferred. 
While the fact that the defendant is engaged in the publishing 
business, occupying in many respects a field similar to that oc- 
cupied by the plaintiff, would justify such an inference, it is not 
necessary to rest whatever right the plaintiff has upon that 
theory. If the plaintiff has acquired the right to a trade-mark in 
the words “Bon Ton,” as I think has been clearly shown, it is 
entitled to the relief sought. (Gaines v. Leslie, 25 Misc. Rep., 20, 
54 N. Y. Supp., 421.) Under such circumstances, it is not 
necessary to establish fraudulent intent. (Hier v. Abrahams, 
82 N. Y., 519, 525, 37 Am. Rep., 589; Clinton M. P. Co. v. N. Y. 
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& P. Co., 23 Misc. Rep., 66, 72, 50 N. Y. Supp., 437; Higgins 
Co. v. Higgins S. Co., 144 N. Y., 462, 471, 39 N. E., 490, 27 
L. R. A., 42, 43 Am. St. Rep., 769; Gaines v. Leslie, supra. ) 
The defendant cites the case of Commercial Advertiser Ass'n 
v. Haynes (26 App. Div., 279, 49 N. Y. Supp., 938), as authority 
for the denial of this motion. The facts in that case were radically 
different. The word “Commercial” was one that was in com- 
mon use, and frequently used in a descriptive sense. The mat- 
ter contained in the two publications and the patronage sought 
were essentially different, one confining itself to financial, trade, 
and shipping news, and the other publishing the general news of 
the day. The title used in the Haynes Case had not attained 
that peculiar significance which the name “Bon Ton” has at- 
tained in relation to the plaintiff's magazine because of the exist- 
ing circumstances. The similarity between the magazine so in- 
tended to be published by the defendant and plaintiff’s publica- 
tion is sufficiently patent to constitute a serious detriment to the 
latter. All that is necessary to sustain an injunction is that the 
imitation should be the same to the eye or to sound the same to 
the ear as the genuine trade-mark. (Falk v. West Indian Trading 
Co., 36 Misc. Rep., 376, 377, 73 N. Y. Supp., 547, affirmed 71 
App. Div., 320, 75 N. Y. Supp., 964.) It is not necessary to 
prove that any person was actually deceived by the imitation, 
if it is apparent that there was every probability of such decep- 
tion. (Dutton Co. v. Cupples, 117 App. Div., 172, 176, 102 N. Y. 


/ 


4 


Supp., 309; Vulcan v. Myers, 139 N. Y., 364, 34 N. E., 904.) 
The plaintiff properly invokes the protection of this court, 
and is entitled to the relief asked for on this motion. Motion 


granted. 






BARCLAY v. BARCLAY, et al. 





(155 N. Y. Supp., 221.) 


Special Term, New York County, July 30, 1915 





1. TRADE-MaArKs AND TRADE-NAMES—RIGHTs oF TENANTS IN CoMMON. 

It is well-settled that a firm name, good will, trade-marks and labels 
are susceptible of separate and independent use by two or more co- 
owners, and may be so used by each, provided there is no restriction 
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thereon, by agreement or otherwise, that creates a fiduciary relation 
between the tenants or inhibits their separate use of the property. 

2. TRADE-MARKS AND TRADE-NAMES—TENANCY IN COMMON—FIDUCIARY 

RELATION. 

Two brothers, tenants in common under the will of their father 
and under a written agreement between them, of the trade-name and 
trade-marks, labels and good will associated therewith, held to occupy 
a fiduciary relation that will prevent one from profiting by the use of the 
common property to the exclusion of the other. 

3. TRADE-MARKS AND TRADE-NAMES—TENANCY IN CoMMON—ACCOUNTING 

oF PRorits. 

A tenant in common who, under the foregoing circumstances, has 
appropriated to himself the profits arising from the use of the common 
property, may be compelled to account to his co-tenant for a pro rata 
share of the profits derived from such use. 

In Equity. On final hearing. Judgment for plaintiff. See 

also 162 App. Div. (N. Y.), 557. 

William W. Cook, of New York City (D. Cady Herrick, of 
Albany, and R. H. Overbaugh, of New York City, of 
counsel), for plaintiff. 

Gould & Wilkie, of New York City (Charles F. Brown, of 


New York City, of counsel), for defendants. 


PacE, J.: A co-partnership known as Barclay & Co., was 
formed in 1873 between Alexander Barrie and Thomas Barclay. 
George C. Barclay was not a member of the firm of Barclay & 
Co., but he controlled and owned the firm name, good will, and 
the various trade-marks used in the business, which the co-part- 
nership used under a rental agreement with George C. Barclay. 
George C. Barclay died in November, 1807, and bequeathed the 
aforesaid property to his two sons, William O. Barclay and Regi- 
nald G. Barclay, in equal shares, charged with certain monthly 
payments to his wife and daughter. On December 31, 1897, a 
partnership agreement was entered into between William O. Bar- 
clay, Reginald G. Barclay, and Alexander Barrie to carry on busi- 
ness under the firm name of Barclay & Co. On the same date an 
agreement was made by the executrices of the will of George 
C. Barclay with the said persons, as co-partners, whereby during 
the continuance of the co-partnership they were given the right 
to use the name of Barclay & Co. and the good will thereof, and 
various trade-marks which at his death had been the property 
of George C. Barclay. On November 21, 1898, a new partner- 
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ship agreement was entered into between the same parties and 
for the same purposes as set forth in the agreement of Decem- 
ber 31, 1897. Successive co-partnership agreements, and agree- 
ments for the use of the firm name, trade-marks, etc., until the 
death of William O. Barclay, in practically identical terms with 
those above mentioned, were executed. On August I, 1900, 
William O. Barclay and Reginald G. Barclay entered into an 
agreement defining their rights, and providing for a right of sale 
ot the interest of either to the other, and for the right of the 
legal representatives in case of the death of either party and of 
the survivor. This agreement will be more fully considered here- 
inafter. William O. Barclay appointed his wife and Reginald 
G. Barclay his executors and trustees by his will, and further pro 
vided : 


“| authorize and empower my trustees and their survivors to retain 


as a trust investment my interest in the business, good wiii and firm name 


of Barclay & Co., and in all trade-marks used in connection therewith, 
and to lease the same for such rentals and upen such terms, from time 
to time, as they may deem best, or, with the concurrence of my said wife, 
to sell the same either at public or private sale.” 

Reginald G. Barclay did not qualify as an executor and trus- 
tee under the will, and the plaintiff qualified as the sole executrix 
and trustee. On December 19, 1901, Reginald G. Barclay and 
Alexander Barrie entered into a co-partnership agreement, sub- 
stantially the same as had theretofore existed between William 
O. Barclay and themselves, so far as any facts material to this 
case are concerned; and on the same date an agreement for 
the use of the firm name of Barclay & Co., trade-marks, etc., was 
entered into between Clara S. Barclay, as executrix of William C. 
Barclay, and Reginald G. Barclay, as owners of the same, on 
the one part, and Reginald G. Barclay and Alexander Barrie, as 
co-partners, on the other part. This agreement expired on De- 
cember 31, 1902, and was extended to December 31, 1903, and 
does not appear to have been thereafter renewed. The co-partner- 
ship agreement, however, was successively renewed until January 
I, 1913, and thereafter down to May, 1914, Reginald G. Barclay 
continued in business alone under the firm name of Barclay & 
Co., having complied with the statutory requirements in that be- 
half. 


508 THE TRADE-MARK REPORTER 


In April, 1913, Reginald G Barclay caused to be incorpo- 
rated, under the laws of the state of Delaware, Barclay & Co., 
with an authorized capital stock of $3,000,000, divided into $1,- 
000,000 8 per cent cumulative preferred and $2,000,000 common 
stock. On the 7th day of May, 1914, Reginald G. Barclay pro- 
posed to sell and convey to this corporation all his right, title, 
and interest as of May 1, 1914, of any and every kind or nature 
whatsoever, in and to the business of Barclay & Co., the assets of 
said business as shown by the balance sheet of said business as 
of May 1, 1914, the name Barclay & Co., the good will of said 
business and said name, and all trade-marks, copyrights, and 
labels, etc. (save and except such rights or interest as he may have 
under and by virtue of a certain agreement relating to the busi- 
ness of Barclay & Co., entered into, on or about the 1st day of 
August, 1900, by and between his brother, William O. Barclay, 
now deceased, and himself, or any agreement or agreements 
supplemental thereto), in consideration of the issuance to him of 
5,000 shares of the preferred stock, and 19,985 shares of the com- 
mon stock. This offer was the same day accepted by the corpo- 
ration, and the necessary bill of sale, conveyance, and agreement 
were executed, transferring to the corporation everything that 
Barclay & Co. had possessed or used in the conduct of its busi- 
ness. The employés, sales agents, and all the organization as 
well as the physical properties of the co-partnership were there- 
after used by the corporation. Thirty-three and one-third per 
cent of the net profits were turned over to R. G. Barclay under 
an agreement for the use by the corporation of the rights and 
privileges which he had under the agreement of August, 1900, 
with his deceased brother. This profit was by R. G. Barclay paid 
to the plaintiff until January I, 1915. 

On November 30, 1914, he notified the plaintiff in writing that 
after December 31, 1914, he would no longer exercise the ex- 
clusive right to use the plaintiff's half interest in the firm name 
of Barclay & Co., good will, trade-marks, copyrights, and labels 
under the agreement of August I, 1900, and would after said 
date no longer make use of such half interest. And on or about 
December 28, 1914, R. G. Barclay gave written notice to the 
corporation, terminating its right to use the rights and privileges 
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which he had under the agreement of August I, 1900, and which 
had been given to it on May 7, 1914. Since January I, 1915, the 
corporation has used and enjoyed all the privileges which it 
theretofore enjoyed, and no returns have been made to the plain- 
tiff. 

Defendant’s theory of the case is that R. G. Barclay was a 
tenant in common with the plaintiff, and as such had the right to 
use and enjoy the common property, and that he sold to the 
corporation his half interest, which gave to it the right to use the 
common property, and so long as the plaintiff was not prohibited 
from using her half interest she has no cause of action against 
the defendants. 

While it is undoubtedly true that it is well settled that prop- 
erty such as that involved in this action—a firm name, good 
will, trade-marks, copyrights, and labels—is in its nature sus- 
ceptible of separate and independent use by two or more co- 
owners (Taylor v. Bothin, 5 Sawy., 585, Fed. Cas. No. 13,780; 
Young v. Jones Bros. & Co., 3 Hughes, 274, Fed. Cas. No. 18,159; 
Huwer v. Dannenhoffer, 82 N. Y., 499; Hazard v. Caswell, 93 
N. Y., 259, 45 Am. Rep., 198; Merry v. Hoopes, 111 N. Y., 415, 
18 N. E., 714; Caswell v. Hazard, 121 N. Y., 484, 24 N. E., 707, 
18 Am. St. Rep., 833; Lepow v. Kottler, 115 App. Div., 231, 


-_ 
“ 


100 N. Y. Supp., 779), and may be so used by each, so long as 
such use is not exclusive of the rights of the others also to 
use the common property, this general principle is subject to the 
qualification that there is no restriction thereon, either by agree- 
ment of the parties or in the nature of the tenancy, that creates a 
quasi fiduciary relation between the tenants or inhibits its sepa- 
rate use. It becomes necessary therefore, to consider and deter- 
mine the nature and quality of the ownership of the parties 
in the property under consideration and to what extent its use 
has been limited by the agreements of the parties. 

As we have seen, the rights in the firm name, good will, 
trade-marks, copyrights, and labels become vested in William O. 


and Reginald G. Barclay as joint devisees under the will of their 


father. Therefore in the inception of their estate they occupied 


a confidential relation to each other by operation of law as to the 
joint property, as if a joint trust had been created, and a recip- 
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rocal obligation was imposed to do nothing to the prejudice of 
each other’s joint claim. (Van Horne v. Fondar, 5 Johns. Ch., 
388, 407.) 

During the lifetime of William O. Barclay the joint prop- 
erty was so managed that the benefits derived therefrom were 
mutually advantageous. This property was kept separate and 
distinct from the partnership, and it was expressly provided that 
on dissolution of the co-partnership the firm name, good will, 
trade-marks, etc., were to revert to William O. and Reginald G. 
Barclay. The right to use for a limited period was all that was 
given to the partnership, and the amount realized therefrom 
was equally divided between them. On August I, 1g00, an agree- 
ment was entered into between William ©. and Reginald G. 
Barclay, wherein was recited that they were owners in equal 
shares as tenants in common of the business, good will, and firm 
name of Barclay & Co., and of all trade-marks, copyrights, and 
labels used in connection therewith, subject to the payment of 
an annuity to Blanche Barclay and subject to terminable co-part- 
nership articles, and that: 


“The parties hereto desire that upon the death of either the survivor 
shall have the right, in the manner and upon the terms and conditions here- 
inafter specified, either alone or in copartnership with another or others, 
or through a corporation of whrch he may be a member, to continue the 
business of Barclay & Co., and to use all trade-marks, copyrights, and 
labels now owned or hereafter acquired by the parties hereto.” 


It is agreed that: 


“Upon the death of either party thereto the survivor shall have and is 
hereby granted the exclusive right during his life, or until a sale made 
as hereinafter provided, to use the half interest of such deceased party 
in the good will and firm name of Barclay & Co., and in all trade-marks, 
copyrights and labels now owned or hereafter acquired by the parties 
hereto, upon condition of payment of a proportion of the net profits of the 
business of Barclay & Co.” 


—which the survivor covenants and agrees to pay in the manner 
therein provided. The legal representatives of the deceased party, 
it is provided, 


“shall have no voice or control during such time in the management of 
said business, and no interest or property in the profits as such.” 


It is then provided that neither party, during the life of the 
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other, shall sell his half interest without first giving a written 
notice of his intention to sell and an option for 60 days to the 
other party to purchase at a price to be ascertained and paid as 
therein provided. 

“Upon the death of either party hereto his legal representatives shall 
not sell, and are hereby enjoned and prohibited from selling, his half 
interest * * * without having given to the surviving party hereto writ- 
ten notice of such intention to sell.” 

And it is provided that the surviving party shall have 60 
days within which to elect whether or not he will buy, and if 
he elects so to do the price shall be fixed and payable as provided 
in case of the sale of an interest during the life of both parties; 
and, finally, it is 


“mutually covenanted that this agreement shall be irrevocable and shall 
severally bind the parties hereto, their respective heirs, executors, ad- 
ministrators, and assigns.” 

By an addendum it was mutually agreed that in no event 
shall the representatives of a deceased party be deemed to be 
partrers in the business of Barclay & Co. 

As I read this agreement, on the death of William O. Bar 
clay, Reginald G. Barclay became vested with the exclusive right 
to use the common property during his life upon making the 
payments to the plaintiff of a sum equal to 33 1-3 per cent of the 
profits each year; that this agreement was irrevocable on his 
part, and could only be terminated by accepting a proposition by 
the plaintiff to sell, as therein provided. A sale by the plaintiff 
to any other person would have transferred only her right to 
receive the payment of the sum specified for the right of Regi- 
nald to exclusively use the common property. There was no 
right left in the plaintiff to use the common property. Ability to 
do so had been effectually withdrawn by the provision excluding 
her from interest or participation in the business. It is clear 
that it was the intert of the parties to provide a certain and as- 
sured income for the family of the deceased party during the 
lifetime of the other party. It was not intended that the estate 
was to become involved by the hazards of the business, and a 
right to sell, limited to the survivor in the first instance, in case 
a continuance was not found to be advantageous, was reserved. 
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This agreement was not abrogated by the formation and the 
attempted transfer of Reginald’s interest to a corporation. For 
such a contingency had been foreseen and provided for in the 
agreement. When Reginald G. Barclay became vested with the 
exclusive right to use the common property, his relation to his 
cotenant became fiduciary. He was bound to use it for their 
common advantage, and he could not do any act whereby the 
rights of his cotenants were destroyed and his own left intact, 
and, above all, he could not acquire to himself the sole use and 
enjoyment of all the emoluments and privileges of the common 
property to the exclusion of his cotenant. Had he, without 
making any transfer, simply notified the plaintiff that he should 
not continue to use her half of the common property, and there- 
after appropriated to himself all of the profits of its use, it is hard 
to believe that any one would have the temerity to attempt to 
justify his conduct in a court of equity. 

The formation of a corporation, and a transfer of the 
business and the common property from Reginald G. Barclay to 
it in consideration of the issuance of all the preferred stock is- 
sued by the corporation and $1,998,500 par value of $2,000,000 
of common stock issued to him, does not change the condition of 
the parties, nor relieve the defendants from the trust obligation 
imposed by the executed agreement. If the corporation was to 
be treated as a separate entity, having merely issued its stock 
for the purchase, it does not become a purchaser for value, and 
took the property subject to the equities existing between the 
plaintiff and Reginald G. Barclay. (Vilas v. Page, 106 N. Y., 
439, 465, 13 N. E., 743; Rogers v.N. Y. & T. L. Co., 134 N. Y., 
197, 211, 32 N. E., 27.) The corporation also had actual no- 
tice of the rights of the plaintiff, for specific reference is made 
thereto in the proposition for sale. 

But the corporation defendant should not be considered an 
entity separate and distinct from Reginald G. Barclay. He holds 
all but 12 shares of the stock, and is the president and executive 
head of the corporation. The business of R. G. Barclay, trading 
as Barclay & Co., is continued and conducted in exactly the 
same manner, with the same organization and property, by the 
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corporation Barclay & Co.—a mere change of form from Bar- 
clay & Co., an individual, to Barclay & Co., a corporation. 


“The abstract idea of a vorporation, the legal entity, the impalpable 
and intangible creation of human thought, is itself a fiction and has been 
appropriately described as a figure of speech.” (People. etc. v. N. R. S. R. 


V. 
Co., 121 N. Y., 582, 621, 24 N. E., 834, 839 fo L. R. A., 33, 18 Am. St 


Rep., 843].) 


“It is suggested that the corporation itself was a separate entity 
Theoretically this may be true, but when a court of equity is endeavoring 
to adjust the rights between the parties, it looks at the merits rather than 
at the form, and to that end it has been frequently held it will disregard 
the fiction of a separate entity of a corporation where justice requires it 
should be done.” (Goss Co. v. Goss, 147 App. Div., 608, 702, 132 
N. Y. Supp., 76, 79, affirmed 207 N. Y., 742, 1o1 N. E., 1099.) 


“The doctrine of corporate entity is not so sacred that a court of 
equity, looking through forms to the substance of things, may not in 
proper case ignore it to preserve the rights of innocent parties or to cir 
cumvent fraud.” (Matte Rieger, Kapner & Altmark (D. C.), 157 Fed., 
609, 613.) 


a 


It is evident that the sole purpose of the incorporation was 
to enable, through legal formality, R. G. Barclay to escape from 
the obligations of the agreement of August I, 1900, and to ap- 
propriate to himself the entire benefits and emoluments from the 
use of the common property—a clumsily devised scheme to en- 
able him to defraud the widow and children of his deceased 
brother of their property and to appropriate it to himself, in 
violation of the trust and confidence reposed in him by his de- 
ceased brother, and in disregard of his own contract obligations, 
irrevocably assumed by him. A corporate form, the fiction of 
a corporate entity, is too diaphanous a cloak to shield him in a 
court of equity from full accountability for his acts. The plain- 
tiff is entitled to judgment, with costs against each defendant. 

The plaintiff has asked for a decree in the alternative that 
unless (1) the defendant Barclay transfer and deliver to the 
plaintiff one-half of the common stock issued to him by the de- 
fendant corporation (less 550 shares representing the real es- 
tate) and one-half of the $5 10,000 preferred stock already iS- 
sued to him by the defendant corporation, or (2) account for and 
pay over to the plaintiff one-third of the entire profits of the 
business of the defendant corporation from January I, I915, so 
long as either of the defendants shall use the firm name Bar- 
clay & Co. or the trade-marks, trade-name, copyrights, good 
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will, business, secret formulz, or lists of customers formerly 
used in connection with the business of Barclay & Co., said 
payments to be made at the end of each month on accounts duly 
rendered at the end of each month or as soon thereafter as is 
practicable, which account shall be subject to verification by the 
plaintiff herein, or (3) account for and pay over to the plaintiff 
one-half of said entire profit as aforesaid from January I, 1915, 
the defendants be enjoined, etc. This would leave an election 
to the defendants to adopt either of the three alternatives, where- 
as the plaintiff should elect as to the relief which she desires. 
There seems to be no foundation for the third alternative relief. 

The plaintiff has the right to ratify the sale to the corpora- 
tion and recover one-half of the amount of stock that the 
defendant Barclay received for the common property, or she has 
the right to have it decreed that the corporation took the prop- 
erty charged with the performance of the agreement of August 
I, 1900, in which event the corporation will be adjudged to pay 
over 33 I-3 per cent of the net profits in accordance with and in 
the manner provided by the said agreement, and that she have 
judgment for the surplus due her to January 1, 1915, and such 
other amounts as have accrued and should have been paid in 
monthly installments according to the said agreement, or in de- 
fault thereof that the defendants and each of them be enjoined 
and restrained from using the name Barclay & Co. or any of the 
trade-marks, copyrights, labels, trade-name, formule, or lists of 
customers used in connection with the business, and a receiver 
appointed to sell the same under the direction of the court, and 
from the proceeds of sale to pay over to the plaintiff any sum 
that may be due her for accrued profits, together with costs of 
this action, and one-half of the proceeds of said sale, and to pay 
to Reginald G. Barclay such sum as may remain in his hands 
after deducting the expenses of the sale and the receiver’s com- 
mission. 

Settle decision and decree on two days’ notice. Findings 
passed upon. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries ; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 


Tue Unitrep States TrRADE-MarK ASSOCIATION, 
32 Nassau Street, 
New York City. 





